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DETAILED ACTION 

1 . It is noted that applicant did not provide an English translation of the foreign 
priority application (Germany 103 54 336.8). 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, A22 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
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invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

3. Claims 1-12 and 16-19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-16 of 
copending Application No. 10/579,869 in view of Fitzgibbon (US 5, 464, 585). 

The copending application is silent with respect to presence of dye in the 
decoration material. 

However, Fitzgibbon teaches molded articles having one or more auxiliary 
materials, especially for enhancing such properties as color (column 3, lines 6-9). 
Some examples of parts in which the application of this invention will find utility 
(column 5, lines 29-31) are decorative surfaces (column 5, lines 35). Preferred 
material for the bulk material comprises cycloolefins containing at least one 
norbornene group and includes norbornene and tetracyclododecene (column 6, 
lines 54-57). Suitable materials for altering the color of molded article include 
carbon black in admixture with pigments and/or dyes conventionally used for 
coloring (column 7, lines 12-14). Altering the color is important for providing a 
more consumer oriented appearance. Coloration is especially useful where the 
natural color is unappealing or in certain applications where it is transparent or 
translucent (column 7, lines 20-24). Therefore, it would have been obvious to 
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one skilled in the art at the time invention was made to add coloring material 
such as dyes to decorative material of the co-pending application to obtain 
decorative material that has a consumer oriented appearance. 

This is a provisional obviousness-type double patenting rejection. 

Claim Objections 

4. Claims 13-14 and 18 are objected to because of the following informalities: The 
claims are written in an improper Markush form (See MPEP 2111.03) i.e. Claim 
13 recites "...selected from .... Hostasol Red GG, Hostasol Red 5B." and should 
read ".... selected from ....Hostasol Red GG and Hostasol Red 5B." Claim 14 
recites "... Hostasol Red GG, Hostasol Red 5B." and should read "....Hostasol 
Red GG or Hostasol Red 5B." Claim 18 recites "... and/or..." and should read 

or...". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 19 provides for the use of "... . decoration material but, since the 
claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite 
where it merely recites a use without any active, positive steps delimiting how 
this use is actually practiced. 
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7. Claim 19 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper 
process claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

8. Claims 13-14 contains the trademark/trade name " Solvaperm ... Polysynthren.... 
PV.... Hostasol Where a trademark or trade name is used in a claim as a 
limitation to identify or describe a particular material or product, the claim does 
not comply with the requirements of 35 U.S.C. 112, second paragraph. See Ex 
parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain 
since the trademark or trade name cannot be used properly to identify any 
particular material or product. A trademark or trade name is used to identify a 
source of goods, and not the goods themselves. Thus, a trademark or trade 
name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to 
identify/describe a dye and, accordingly, the identification/description is indefinite. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

11. Claims 1-12 and 18-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jacobs et al (US 6, 365, 686 B1) in view of Fitzgibbon (US 5, 
464, 585). 

Jacobs et al disclose cycloolefin copolymer made by polymerization of 
0.1-99.9 wt% of at least one polycyclic olefin and 0.1 to 99.9 wt% of monomers of 
at least one acycylic 1 -olefin (abstract). The index of refraction of the reaction 
products, determined using an Abbe refractometer and mixed light, is in the 
range from 1.520 to 1.555 (column 25, lines 51-53). Particularly preferred 
polycyclic olefins are norbornene and tetracyclododecene. They are preferably 
copolymerized with ethylene. Very particular preference is given to ethylene- 
norbornene and ethylene-tetracyclododecene copolymers (column 24, lines 1-5). 

The cycloolefin copolymers prepared have a mass average molar mass 
(M w ) of from 1,000 to 10,000,000 (column 24, lines 59-61). The low end of M w 
reads on the entanglement molecular weight and molar mass of claims 4-5. 
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Since the index of refraction is very close to crown glass, the products can be 
employed as a substitute for glass in various applications (column 25, lines 54- 
56) including lenses, prisms, support plates (column 25, line 57), injection 
molded parts (column 25, line 67). The cycloolefin polymers have viscosity 
numbers of from 10 to 1000 ml/g (column 24, line 65-66). 

The prior art of Jacobs is silent with respect to the presence of a dye and 
Abbe number of claim 1 and other properties of the cycloolefin co-oligomer in 
claims 6 and 8-11. 

However, Fitzgibbon teaches molded articles having one or more auxiliary 
materials, especially for enhancing such properties as color (column 3, lines 6-9). 
Some examples of parts in which the application of this invention will find utility 
(column 5, lines 29-31) are decorative surfaces (column 5, lines 35). Preferred 
material for the bulk material comprises cycloolefins containing at least one 
norbornene group and includes norbornene and tetracyclododecene (column 6, 
lines 54-57). Suitable materials for altering the color of molded article include 
carbon black in admixture with pigments and/or dyes conventionally used for 
coloring (column 7, lines 12-14). Altering the color is important for providing a 
more consumer oriented appearance. Coloration is especially useful where the 
natural color is unappealing or in certain applications where it is transparent or 
translucent. Accordingly these materials are present in amounts effective to alter 
appearance of the molded article (column 7, lines 20-26). Therefore, it would 
have been obvious to one skilled in the art at the time invention was made to add 
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dye to the low molecular weight cycloolefin copolymer of Jacobs et al and obtain 
a decorative material with consumer oriented appearance. 

As to the Abbe number 1 of 50 to 60, it is a function of refractive index of 
material and overlaps with that of the instant claim 1 . 

As to the average chain length of claim 6, it is a function of molecular 
weight and molecular weight of copolymer on the low end overlaps with that of 
the instant invention. 

As to the properties recited in claims 8-1 1 , they are inherent in view of the 
substantially similar material of Jacobs et al in view of Fitzgibbon and the 
instantly claimed decorative material. See In re Best, 562 F.2d 1252, 195 USPQ 
430 (CCPA 1977). See MPEP § 21 12. 

As to the decorative material comprising a mixture of two different 
densities in claim 18 and the use of decorative material as filler material or 
display material in claim 19, it is within the scope of a skilled artisan and would 
have been obvious. 

12. Claims 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobs et al (US 6, 365, 686 B1) in view of Fitzgibbon (US 5, 464, 585) as 
applied to claim 1 above, and further in view of Spiess et al (US 4, 352, 672). 

The discussion with respect to Jacobs et al in view of Fitzgibbon in 
paragraph 11 is incorporated herein by reference. 



1 Abbe number is defined as (n D -1)/(n F -n c ), where n D , n F and n c are refractive indices of material at the 
wavelengths of Fraunhofer D-, F- and C- spectral lines (589.2, 486.1 nm and 656.3 nm respectively). 
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The prior art of Jacobs et al in view of Fitzgibbon is silent with respect to 
the type and amount of dye used to color the decorative material. 

However, Spiess et al teach colorful and figurative designs of shaped 
synthetic-resin articles (abstract). Changeable colorants for the invention include 
organic dyes which have proven themselves well in the coloring of synthetic 
resins such as monoazo dyes, diazo dyes and anthroquinone dyes (column 2, 
lines 53-59). See example 1 and 3 wherein the dye is Solvaperm Green G and 
Solvaperm Red Violet R dye in amounts of 0.01% and 0.03% respectively. 
Therefore, it would have been obvious to one skilled in the art at the time 
invention was made to use monoazo dyes, diazo dyes and anthroquinone dyes 
in the decorative material of Jacobs et al in view of Fitzgibbon because Spiess et 
al have proven successfully that changes occur in organic dyes such as 
monoazo dyes, diazo dyes and anthroquinone dyes and one of ordinary skill in 
the art would expect organic dyes such as monoazo dyes, diazo dyes and 
anthroquinone dyes in the amount specified above to produce decorative 
materials that can change colors. 

13. Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jacobs et al (US 6, 365, 686 B1) in view of Fitzgibbon (US 5, 464, 585) as 
applied to claim 1 above, and further in view of Elliott (US 4, 292, 016). 

The discussion with respect to Jacobs et al in view of Fitzgibbon in 
paragraph 1 1 is incorporated herein by reference. 
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The prior art of Jacobs et al in view of Fitzgibbon is silent with respect to 
the process of molding the cycloolefin oligomer. 

However, Elliott teaches a process for solidifying molten material by 
pouring onto a substrate and cooling in which undesired crystallinity is avoided 
by first forming a solidified protective stabilizing skin on the melt surface by 
carefully controlled air cooling (abstract). The preferred substrate for pouring or 
casting molten material is an endless belt of stainless steel known as "Sandvik 
belt". This belt provides good heat exchange from the molten material as it is 
undergoing cooling through the metal belt which is sprayed by water jets (column 
2, lines 48-54). Therefore, it would have been obvious to one skilled in the art at 
the time invention was made to prepare a mold of cycololefin oligomer of Jacobs 
et al in view of Fitzgibbon by pouring the mixture of cylcoolefin oligomer and dye 
on to a Sandvik belt and cast it into a mold while cooling to avoid undesired 
crystallinity. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 1 14. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Karuna P Reddy 
Examiner 
Art Unit 1713 




- DAVID W.WU 
SUPERVISORY PATENT EXAMINER 
•—OOLOGY CENTER 1700 



